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1. A request for continued examination (RCE) under 37 CFR 
1.114, including the fee set forth in 37 CFR 1.17(e), was filed 
in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission 
filed on October 3, 2003 has been entered. 

2. Claims 87, 89-98, and 116-117 are directed to an invention 
that is independent or distinct from the invention originally 
claimed for the following reasons: 

Claims 87, 89-98, and 116-117 are directed to a method for 
manufacturing a stick of cosmetic product, whereas the 
originally presented claims are directed to a mold for 
manufacturing a stick. These two inventions are related as 
process and apparatus for its practice. The inventions are 
distinct if it can be shown that either: (1) the process as 
claimed can be practiced by another materially different 
apparatus or by hand, or (2) the apparatus as claimed can be 
used to practice another and materially different process. MPEP 
§ 806.05(e) . In this case, the apparatus as claimed can be used 
to practice another and materially different process such as a 
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process wherein the molding material is injected into the moid 
rather than by "pouring" the material into the mold as required 
by the method claims. 

Applicant asserts that claims are sufficiently related such 
that no further search would be necessary, and thus examination 
could be done without a serious burden on the Examiner. 

The claims are not sufficiently related such that no 
further search and consideration would be required. For example, 
claim 87 recites that the method is for manufacturing a stick of 
a cosmetic product . In a method claim, the intended use carries 
weight, therefore a significant search would be done in cosmetic 
product classifications. However, in apparatus claims, the 
intended used is not germane to issue of patentability- 
Therefore, extended searches in the cosmetic product 
classifications is not necessary. Further, this difference in 
relevance of the intended use of a method and apparatus requires 
a different consideration. Therefore, there is a serious burden 
in examining method claims in addition to the apparatus claims 
of the instant application. Accordingly, the restriction 
requirement is proper. 

Since Applicant has received an action on the merits for 
the originally presented invention, this invention has been 
constructively elected by original presentation for prosecution 
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on the merits. Accordingly, claims 87, 89-98, and 116-117 are 
withdrawn from consideration as being directed to a non-elected 
invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

It is noted that in the version of the claims that 
Applicant filed with amendments on October 3, 2003, claim 97 
recites a "mold according to claim 87..." Claim 97 previously 
recited a "method according to claim 87. . . " This change to the 
claim is properly marked as an amendment (that is, underlining 
the new word "mold" and bracketing the deleted word "method") , 
nor has claim 87 been amended to recite a mold instead of a 
method. It will therefore be assumed that claim 97 was sti'll 
meant to be a method claim, and that word "mold" is a 
typographical error. 

3 . The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

4. Claims 1, 3-11, 13-22, 24-33, 35-44, 46-55, 57-76, 78-79, 
82-86, 99-100, 102-115, and 118-119 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claims contains subject 
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matter which was not described in the disclosure in such a way 
as to reasonably convey to one skilled in the relevant art that 
the inventor, at the time the application was filed, had 
possession of the claimed invention. 

Independent claims 1, 11, 22, 33, 44, 55, 75, 87, and 99 
have been amended to recite that the claimed mold comprises 
recesses (or notches) with "at least one of said recess having 
longitudinal edges having a length on the external surfaces, the 
edges not touching each other over at least a major part of 
their length when the mold is at rest." (claim 1, 11. 5-7) . The 
specification does not contain any reference to edges of the 
recesses not touching over a major portion of their length while 
the mold is at rest. Figure 2 of the instant application does 
show the recesses (12) with edges that are not touching. 
However, Figure 2 only shows a single cross section, and thus 
does not show the recesses not touching "over at least a major 
portion of their length." Further, it not specified that the 
mold is "at rest" in figure 2. As there is no description in the 
originally filed disclosure for this edges of the recesses not 
touching each other over a major portion of their length while 
the mold is at rest, this limitation constitutes new matter. 
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5. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

6. Claims 1, 3-7, 9, 33-39, 42-44, 46-50, 53-54, 69, 72-73, 
75-76, 78-79, 84-86, 99-100, 102-104, 106, 110-115, and 118 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Henning 
(U.S. Pat. No. 3,934,810; previously of record). 

Henning discloses a molding apparatus wherein the mold has 
a side wall with an external surface and an internal surface 
configured to come into contact with the products (figures 3 and 
4) . The side wall is further provided with recesses facilitating 
radial deformation of the mold. {col. 1, 11. 59-66) . Henning 
further discloses the recesses to be notches (87) made in the 
side wall of the mold, uniformly distributed in a periphery of 
the mold (see figure 8) . Henning also discloses the notches to 
extend over substantially an entire height of the mold all the 
way to the bottom of the mold beyond the bottom of the cavity 
(figure 7) , and the bottom of the notches to be rounded (93) . As 
shown in scale of figure 8, Henning further teaches that the 
thickness of the side wall between the notches and the cavity is 
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greater than 1 mm, and that the notches have a depth greater 
than 4 mm. 

. Henning further discloses in the embodiment shown in 
figures 2 and 5-6, the notch to formed in the side of the mold 
such that the depth of the notch decreases towards the bottom of 
the mold. Henning also discloses the mold to have a top portion 
with a flange surrounding the opening in the mold {see figure 
2) . 

Henning discloses that when the mold is an at rest position 
shown in figure 6, the walls the edges 27' of the notch are to 
not touch each other over a major portion of their length (col. 
3, 11. 31-36) . 

Claims 69, 72-73, 86, and 114 recite that the mold is 
configured to be filled with a cosmetic product. The actual 
intended use of the apparatus, whether it be to make a cosmetic 
product or anything else, is not germane to the issue of 
patentability of the apparatus claims. If the prior art 
structure is capable of performing the claimed use, then it 
meets the claim limitation (s) . In re Casey , 370 F.2d 576, 580 
152 USPQ 235, 238 (Cust. & Pat. App . 1967); In re Otto , 312 F.2d 
937, 939, 136 USPQ 458, 459 (Cust. & Pat. App. 1963); MPEP § 
2115. In the instant case, Henning teaches the mold to be used 
with "a hardenable mixture" (col. 1, 1. 6), and to comprise a 
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completely closed cavity (81) for containing the mixture (see 
fig. 7) . Therefore, the apparatus of Henning is capable of being 
used with a hardenable mixture such as that which would form a 
cosmetic product, and therefore anticipates the limitations of 
claims 69, 12-12, 86, and 114, 

Claim 118 recites that the mold is made of a material that 
is physically and chemically compatible with polydimethyl 
siloxane silicon at a temperature of about 10 0°C. Although 
Henning does not disclose the use of the apparatus for molding 
polydimethyl siloxane silicon, this actual use of this material 
is a limitation is directed towards the intended use of the 
apparatus, which is not germane to the issue of patentability as 
discussed above. Henning does disclose that the apparatus is 
capable of molding hardenable materials, (see for example, col. 
1, 11. 3-6) . Given this structure, the mold of Henning would 
inherently have to be made of a material physically and 
chemically compatible with polydimethyl siloxane silicon. 

7. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically- 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
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the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. Joh n Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 3 5 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2 . Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

9. Claims 8, 10, 40-41, 51-52, 82-83, 105, and 107 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over 
Henning . 

Henning discloses the mold as described above. Henning does 
not disclose the mold to have sixteen to twenty notches, or more 
specifically, eighteen notches. However, Henning does teach that 
the number of notches is not critical, and that more or less can 
be added (see col. 4, 11. 30-36) . Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the 
Applicant's invention to have modified the mold of Henning as 
such to have provided eighteen notches because number of notches 
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is not critical and could be adapted to meet a particular use of 
the apparatus as suggested by Henning. 

10. Claims 11, 13-22, 24-32, 55, 57-68, 70-71, 74, 108-109, 
121-122, and 125 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henning as applied to claims 1, 3-10, 33, 35- 
44, 46-54, 69, 72-73, 75-76, 78-79, 82-86, 99-100, 102-107, 110- 
115, and 118 above, and further in view of Fox et al . (U.S. Pat. 
No. 3,93 7,438; previously of record) . 

Henning does not disclose the mold cavity- opening to have a 
sloping bottom wall, or a cavity having a part formed by two 
successive conical surfaces converging towards an opening in the 
mold, or the cavity to be partially defined by a conical 
surface . 

The mold cavity-opening shape determines the shape of the 
product to be manufactured. Henning teaches different cavity 
shapes which would form products of different shapes (compare 
cavity 25 in the embodiment shown in figures 2-4, with cavity 81 
shown in figures 7-8) . In the same field of endeavor, Fox 
teaches another example of a different cavity shape (21) to 
produce different shaped products (45) . Therefore, it is known 
in the art that the shape of the cavity may be manipulated in 
order to produce products of different shapes. 
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Thus, it would have been obvious to one of ordinary skill 
in the art at the time of the Applicant's invention to have 
modified the mold cavity of Henning as such to have a slopping 
bottom wall, two successive converging conical surfaces, or be 
partially defined by a conical surface because these cavity 
shapes would have allowed for the molding of correspondingly 
shaped products as is suggested by Henning and Fox. 

11. Claim 119 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henning in view of Llorente Hompanera (U.S. 
Pat . No. 6, 197 , 359) . 

Henning discloses the molding apparatus as describe above. 
Henning notes that the mold is made of flexible elastomeric 
materials (col. 2, 11. 43-47), but does not specify a specific 
material . 

Llorente Hompanera discloses that fluoro silicone rubber 
materials are known for making flexible elastomeric molds (col. 
1, 11. 38-46 and 11. 63-64). 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have used a fluoro 
silicone rubber for construction of the mold of Henning because 
such a material is known for its flexible elastomeric properties 
as suggested by Llorente Hompanera. 
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12. Applicant's arguments filed October 3, 2003 have been fully 
considered but they are not persuasive. 

Applicant argues that Henning does not disclose the 
recesses having longitudinal edges not touching each other over 
at least a major portion of their length when the mold is at 
rest as recited in claims 1, 33, 44, 75, and 99. 

Henning does note that figure 1 shows the mold to be at 
rest with the edges 27' of the recess to be abutting one another 
(col. 2, 11. 58-60) . However, Figure 6 of Henning shows the mold 
in a state at which the edges 27' of the recess not abutting one 
another. Henning does not designate this position as "at rest" 
or "not at rest," but rather describes this position as being 
the position at which the vacuum has been applied to expand the 
mold to allow for product removal {col. 3, 11. 5-30). Henning 
therefore does not clearly define what constitutes "at rest." 

As noted above in the rejection under 35 U.S.C. 112, first 
paragraph, the originally filed disclosure of the instant 
application does not describe what is meant by "at rest" in the 
claims. Accordingly, the term must be given is broadest 
reasonable meaning. MPEP § 2111. Merriam- Webster ' s dictionary 
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defines "rest" to be "a state of motioniessness or inactivity." 1 
Such a definition comports with the mold shown in figures 3, 6, 
and 8 of Henning, and with Henning' s specification. In none of 
these figures, is the mold in a state of motion. Thus, Henning 
discloses in figure 6 the mold to be such that the edges of the 
notches do not touch each other over at least a major part of 
their length when the mold is at rest . 

13. Claims 80-81 and 101 are allowed. See the reasons for 
indicating allowable subject matter in the previous Office 
Action . 

14 . Claim 119 would be allowable if rewritten to overcome the 
rejections under 35 U.S.C. 112, first paragraph, set forth in 
this Office action and to include all of the limitations of the 
base claim and any intervening claims. 

15. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (703) 308-63 71. The 



1 Merriam-Webster's Collegiate Dictionary ,, 10th ed., 19 98, p. 998. 
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examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Wanda Walker, can be 
reached at (703) 308-0457. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (703) 972-9306. The unofficial fax phone number is 
(703) 305-3602. 





JAMES P. MACKEY 
PRIMARY EXAMINER 
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November 20, 2 0 03 




